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DETAILED ACTION 

1. Claims 1-10 have been examined. Application 09/912,863 (METHOD FOR 
TRANSMITTING ADVERTISEMENTS VIA ELECTRONIC MAILS) has a filing date 
07/24/2001 and foreign priority 09/07/2000. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claims 1-10 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. Claims 1-10 recite wining a prize. However, the Applicant's specification and 
the claims do not explain how said prize is won and what is the meaning of said prize. 
The Applicant's claims also mentions ranking advertisements by click-rate, but 
Applicant's specification does not explain the meaning and how said click rate is 
determined. The Applicant's specification mentions about "displaying a prize 
advertisement menu of an interest field of a particular user in priority realizes more 
efficient advertisement with a high probability, and displaying in priority the prize 
advertisements lowest in click rates on a prize advertisement menu has an effect of 
securing the balance click rates between sponsor". Applicant's specification does not 
teach or explained about the meaning of balance click rate and how said menu is 
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created. Applicant's claims recite a correlation between advertisements' click rate and 
priority placement. However, nowhere, in Applicant's specification is explained how said 
click rate is used for priority and the meaning of said term "click rate". 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1, 2, 7 and 8 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. Claims 1 and 2 recite "displaying questions 
regarding the sender on the sender's web browser according to the above choice". Said 
limitation is indefinite because it does not clearly teaches what is that is chosen. For 
purpose of art rejection, said limitation would be interpreted as obtaining user's 
preferences or a profile. Claims 1 and 2 recite "notifying the sender of whether he or she 
wins a prize". Said claims do not explain how or why said prize is won. For purpose of 
art rejection, receiving a prize would be interpreted as receiving a coupon. Claim 1 
recites that a sender is sending a message to a sender. For purpose of art rejection, 
claim 1 would be interpreted as a sender selecting advertisements. Claim 3 recites 
"question of a upper and lower concept". For purpose of art rejection, said limitation 
would be interpreted as a user indicating his preferences. Claim 8 recites "ranking and 
sorting based on the click rates of the advertisements up to date". The Applicant's 
specification does not teach the meaning of click rate and how is calculated. For 
purpose of art rejection, said limitation would be interpreted as targeting advertisements 
by user's profile or preferences. Claim 8 recites "displaying the constructed 



Application/Control Number: 09/912,863 Page 4 

Art Unit: 3622 

advertisements on a web browser of the user, wherein the prize advertisement menu 
are provided to the user". Said limitation is indefinite because it does not explain what is 
a prize advertisement menu and what said menu comprises of. For purpose of art 
rejection, said limitation would be interpreted as targeting advertisements by user 
profile. Claim 9 recites "at positions from most visible to the less visible". Said limitation 
is indefinite because it does not clearly explain the meaning of "visible". For purpose of 
art rejection, said limitation would be interpreted as meaning targeting advertisements 
based upon user's profile. Claim 10 recites "order the advertisements from the 
advertisements lowest in a click rate to the advertisements highest in the click rate up to 
date". The Applicant's specification does not explain the meaning of click rate and how 
is used to rank advertisements. Applicant's specification teaches using a user's profile 
to target advertisements. Therefore, said limitation would be interpreted as meaning 
targeting advertisements based upon user's profile. 

Claims 1 recites the limitation "enclosing the coupon " in 8, "the prize providing 
server" in line 14, "on the sender's tendency" in line 16. Claim 2 recites "the received 
coupon" in line 7, "the prize providing server". Claim 7 recites "the advertisement 
database" in line 7, "through the sorting". There is insufficient antecedent basis for this 
limitation in the claim. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

recommended-it.com article in view of Postrel (US 2004/0220854). 

As per claim 1 , recommended-it.com teaches: 

A method for transmitting advertisements via electronic mails in which the 
advertisements are enclosed together with coupons on the internet, the method 
comprising steps of: 

connecting to a web server for providing an electronic mail service by a sender 
who wishes to send an electronic mail, and preparing an electronic mail message (see 
page 1); 

enclosing an offer with the electronic mail, and sending the electronic mail by the 
sender (see page 4); 

choosing that the sender himself receives the email offer as well (see page 2 
"email recipient"). 

displaying questions regarding the sender on the sender's web browser 
according to the above choice (see page 1 , 'fill a form"); 

storing in a database of the prize providing server the sender's answers to the 
questions as information on the sender's tendency (see page 1 , "personalized email"). 

notifying the sender of whether he or she wins a prize by the prize providing 
server (see page 4 "free newsletter"). 

recommended-it.com does not teach that the offer is a coupon. However, Postrel 
teaches a system that target coupons to users via email (see paragraphs 16, 17 and 



Application/Control Number: 09/912,863 Page 6 

Art Unit: 3622 

44). Therefore, it would have been obvious to a person of ordinary skill in the art at the 
time the application was made, to know that users of the recommended-it.com system 
would email coupons to users, as taught by Postrel in order that said targeted email 
coupons serve as an incentive to said users to read and accept said emails. 
As per claim 2, recommended-it.com teaches: 

A method for transmitting advertisements via electronic mails enclosing the 
advertisements together with coupons on the internet, the method comprising steps of: 

connecting to a web server for providing an electronic mail service by a receiver 
of the electronic mail and confirming an electronic mail message enclosing the received 
offer (see pages 1 , 4), 

choosing that the receiver receives an offer (see page 4); 

notifying the receiver of whether he or she wins a prize by the prize providing 
server (see page 4 "free newsletter"). 

recommended-it.com does not expressly teach displaying questions regarding 
the receiver on a web browser of the receiver according to the choice and storing in a 
database of the prize providing server receiver's answers to the questions as 
information on receiver's tendency. However, Postrel teaches a system that target 
coupons to users via email (see paragraphs 16, 17 and 44). Therefore, it would have 
been obvious to a person of ordinary skill in the art at the time the application was 
made, to know that users of the recommended-it.com system would email coupons to 
users, as taught by Postrel in order that said targeted email coupons server as an 
incentive to said users to read and accept said emails. 
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As per claim 3, recommended-it.com teaches: 

The method as claimed in claim 1 or 2, but fails to teach wherein the questions 
are suitable for grasping personal preferences and purchase tendencies of the sender 
or the receiver, and the questions are in a hierarchical structure with questions of an 
upper concept and question of a lower concept. However, Postrel teaches a system, 
that target coupons to users via email based upon said users' preferences (see 
paragraphs 16, 17 and 44). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the application was made, to know that users would 
use the recommendedHt.com system to send coupons to users via email, as taught by 
Postrel in order that said targeted email coupons serve as an incentive to said users to 
accept and read said emails. 

As per claim 4, recommended-it.com teaches: 

The method as claimed in claim 1 or 2, but fails to teach wherein the information 
on the tendencies of the sender or the receiver stored in the database of the prize- 
providing server is employed for target advertisements through electronic mails based 
on the information. However, Postrel teaches a system that target coupons to users via 
email (see paragraphs 16, 17 and 44). Therefore, it would have been obvious to a 
person of ordinary skill in the art at the time the application was made, to know that 
users of the recommended-it.com system would email coupons to users, as taught by 
Postrel in order that said targeted email coupons serve as an incentive to said users to 
read and accept said emails. 

As per claim 5, recommended-it.com teaches: 
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A method for transmitting advertisements via electronic mails enclosing 
advertisements together with coupons on the internet, the method comprising steps of: 

receiving conditions for target advertisements from sponsors (see page 2); 

analyzing whether there are users fit for conditions of the sponsors through the 
information on the user's tendencies stored in the database of the prize providing server 
by the method of claim 1 or 2 (see page 2 "friend or colleague"); and 

recommended-it.com fails to teach enclosing the target advertisements of the 
sponsors electronic mail together with coupons and automatically transmitting the 
electronic mail to the users fit for the conditions, in case that the number of the users 
satisfying the conditions of the sponsors meets a predetermined number. However, 
Postrel teaches a system, which targets coupons to customers via email based upon 
said users 1 preferences and where said targeted coupons are numerically limited (see 
paragraphs 13, 16, 17 and 44). Therefore, it would have been obvious to a person of 
ordinary skill in the art at the time the application was made, to know that users would 
use the recommended-it.com system to target coupons to users via email, as taught by 
Postrel in order that said targeted email coupons serve as an incentive to said users to 
accept and read said emails. 

As per claim 6, recommended-it.com teaches: 

The method as claimed in claim 5, but fails to teach in case that the number of 
the users satisfying the conditions of the sponsors does not meet the predetermined 
number, further comprising steps of preparing new questions capable of analyzing the 
conditions received from the sponsor; transmitting the prepared new questions to all the 
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users via electronic mails enclosing coupons; and storing in the database in the prize- 
providing server the answers of the users who response to the questions. However, 
Postrel teaches a system, which target coupons to users via email based upon said 
users 1 preferences (see paragraphs 16, 17 and 44), where said users' preference are 
obtained from answers obtained from said users to different questionnaires (see 
paragraphs 16 and 17). Therefore, it would have been obvious to a person of ordinary 
skill in the art at the time the application was made, to know that users would use the 
recommended-it.com system to target coupons to users via email, as taught by Postrel 
in order that said targeted email coupons serve an incentive to said users to accept and 
read said emails. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 7-10 are rejected under 35 U.S.C. 102(e) as being anticipated by Mankoff 
(US 6,868,426). 

As per claim 7, Mankoff teaches: 

A method for transmitting advertisements via electronic mails enclosing the 
advertisements together with coupons on the internet, the method comprising steps of: 
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connecting to a prize-providing server by a user; comparing and analyzing the 
tendency of the user stored in a user database of the prize providing server with the 
advertisements stored in the advertisement database (see col 6, line 55 - col 7, line 19); 

constructing a priority order of advertisements fit for the tendency of the user 
according to the analysis through the sorting (see figure 8); and 

displaying the constructed advertisements on a web browser of the user, wherein 
prize advertisement menus are provided to the user (see figure 8). 

As per claim 8, Mankoff teaches: 

A method for transmitting advertisements via electronic mails enclosing the 
advertisements together with coupons on the internet, the method comprising steps of: 

connecting to a prize providing server by a user (see col 7, lines 5-20); 

constructing a priority order of the advertisements to be provided to the user 
through ranking and sorting based on click rates of the advertisements up to date (see 
figure 5); and 

displaying the constructed advertisements on a web browser of the user, wherein 
prize advertisement menus are provided to the users (see figure 5). 
As per claim 9, Mankoff teaches: 

The method as claimed in claim 7, wherein the step for constructing the order of 
the advertisements to be provided to the users arranges the advertisements at 15 
positions from most visible to less visible on the prize advertisement menus in the order 
from the advertisements most related to the user's tendency to the advertisements less 
related to the user's tendency (see figure 5). 
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As per claim 10. Mankoff teaches: 

The method as claimed in claim 8, wherein the step for constructing the order of 
the advertisements to be provided to the users through the ranking and sorting arranges 
the advertisements at positions from most visible to less visible on the prize 
advertisement menus in the order from the advertisements lowest in a click rate to the 
advertisements highest in the click rate up to date (see figure 8). 

Conclusion 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to DANIEL LASTRA whose telephone number is 571-272- 
6720 and fax 571-273-6720. The examiner can normally be reached on 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, ERIC W. STAMBER can be reached on 571-272-6724. The official Fax 
number is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contacHhe Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Daniel Lastra RAQUSU ALVAREZ 

June 1 4, 2006 PRIMARY EXAMINER 





